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DETAILED ACTION 

1. Claims 1-12, 14-16 and 18-22 are subject to examination. Claims 13 and 17 are 
cancelled. 



Response to Arguments 

2. Applicant's arguments, 1/9/2007, with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Specification 

3. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. The present title, i.e., "System for 
constructing electronic mail addresses" is not sufficient for proper classification of the claimed 
subject matter (please see the claimed invention, claim 1). 

Drawings 

4. New corrected drawings are required in this application because Figures 1-3 does not 
show the amended claims, i.e., claimed invention, " instructions operable to collect name and 
known location data of an individual from an information source : instructions operable to create 
an at least partial entrv for the individual in an index of individuals in a database, the at least 
partial entry being based on the collected name and known location data of the individual; 
instructions operable to trigger generation of a standardized electronic mail address for the 
individual, including; instructions operable to provide a personal name code indicative of the 
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name data of the individual, instructions operable to generate an the standardized electronic mail 
address for said person the individual based on said the personal name code and said the location 
code; instructions operable to submit the standardized electronic mail address for the individual 
to the database; and instructions operable to search the database using the personal name code 
and the location code for the individual to locate the standardized electronic mail address of the 
individual ". Applicant is advised to employ the services of a competent patent draftsperson 
outside the Office, as the U.S. Patent and Trademark Office no longer prepares new drawings. A 
proposed drawing correction or corrected drawings are required in reply to the Office action. 
The amended replacement drawing sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. The replacement 
sheet(s) should be labeled -Replacement Sheet-- in the page header (as per 37 CFR 1.84(c)) so 
as not to obstruct any portion of the drawing figures. If the examiner does not accept the 
changes, the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claims 1-12, 14-16 and 18-22 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to a non-statutory subject matter. 
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Claim 1 and its dependent claims contain usage of "instructions operable to ", which is 
not same as "instructions to" and hence do not implement collect, create etc., claimed subject 
matter, please see claim 1 . Also, the instructions of the claimed invention are not encoded in the 
program of the storage device. Claim 1 and its dependent claims contain "instructions operable 
to search " that do not produce a concrete and tangible result. It's not until the result of the search 
is provide to the requesting user that it becomes a tangible result, which enables any usefulness 
of having done the search to be realized (please see the claimed subject matter of claim 1). 
Similar applies to claim 7 and its dependent claims, which do not produce a concrete and 
tangible result. Further, "partial entry" for the individual does not provide any usefulness, which 
is not used for the generation and/or search. Also, claim 7 contain logic that is not embodied in 
computer storage medium such as memory. Additional instructions of the dependent claims, for 
example, claim 21 "instructions operable to determine" are not encoded in the program of the 
storage device. Additional logic of the dependent claims, for example, claim 22, "logic 
configured to determine", are not stored in the computer storage device. Claims 21 and 22 
contain limitations that further prevent the independent claims to produce concrete and tangible 
result. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

6. Claims 1-12, 14-16 and 18-22 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being incomplete for omitting essential steps/elements/structural cooperative relationships of 
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elements, such omission amounting to a gap between the steps/elements/necessary structural 
connections. See MPEP § 2172.01. The omitted steps/elements/necessary structural connections 
are: processing and combining the personal name code and the location code to accomplish the 
generating of the standardized email address; processing and combining of both the 
usemame/identifier portion and hostname/domain name portion of the email address for the 
generating of the standardized email address; processing including the geographic region 
information to accomplish the "standardized electronic mail addresses for individuals in a 
geographic region"; usage of query/request and response to accomplish "providing access", step 
utilizing the outcome of the partial entry , query/request to trigger generation of a standardized 
electronic mail address, storing step to support the search step, and query to initiate the search. 
Note: without processing both the usemame portion and the hostname/domain name portion of 
the email address, it is not possible to generate the standardized email address. Without 
processing and combining both the usemame/identifier portion and hostname/domain name 
portion of the email address, it is not possible to generate the standardized email address. The 
"standardized electronic mail addresses for individuals in a geographic region" cannot be 
accomplished without processing including the geographic region information. Without usage of 
query/request and response it is not possible to accomplish "providing access". Without 
query/request it is not possible to trigger generation of a standardized electronic mail address by 
itself as claimed. Without storing step to retain the email address it is not possible to support the 
search step. Without query/request it is not possible to initiate the search. 

The term "standardized" in the claims 1-12, 14-16 and 18-22 is a relative term, which 
renders the claim indefinite. The claimed invention does not contain necessary elements for the 
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standardized email as compared to a non-standardized email. Also, without having multiple 
email addresses in the claimed invention, it is not possible to consider uniform addresses 
(standardized) (multiple) among each other, by just having a single email address. 

Claim 1 recites the limitations, "to provide". These limitations are indefinite for failing 
to particularly point out and distinctly claim the subject matter in the claim. It is not apparent to 
whom the personal name code and the location code are provided to, to accomplish the 
providing. Without having a receiving entity it is not possible to accomplish the providing. 

Claim 1 and 7 recite the limitations, "the known location data", "being". These 
limitations are indefinite for failing to particularly point out and distinctly claim the subject 
matter in the claim as per MPEP rules and guidelines, MPEP 706.03(d). Since, multiple "known 
location data" exists in the claim, it is not clear which "known location data" is referred by the 
limitations in the claim. 

Claims 2 and 9 recite the limitations, "the family name". There is insufficient antecedent . 
basis for this limitation in the claim (Please see MPEP 706.03(d)). 

Claims 21 and 22 recite the limitations, "the data of the at least partial entry". There is 
insufficient antecedent basis for this limitation in the claim (Please see MPEP 706.03(d)). 

Claims 21 and 22 recite the limitations, "the data of the at least partial entry in the index 
is sufficient", "determined to be insufficient ". These limitations are indefinite for failing to 
particularly point out and distinctly claim the subject matter in the claim. It is not apparent what 
data is considered sufficient versus insufficient . Further, these claims do not support which . 
standardized email would be used "to submit" and "to search" of the respective independent 
claimed limitations. Also it is not apparent how the search of the independent claims would find 
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the standardized email address considering that the email address is not generated as per the 
claimed subject matter of the claims 21 and 22. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1-12, 14-16 and 18-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Agraharam et al., 5,987,508, AT&T Corp., (Hereinafter Agraharam-AT&T) in view of 
"Official Notice". 

9. As per claim 1, Agraharam-AT&T discloses a program storage device readable by a 
machine and encoding a program of instructions for generating and providing access to a set of 
standardized electronic mail addresses for individuals in a geographic region (e.g., usage and 
handling of email addresses containing telephone number and user name for users 

, including name of the user, family name of the user / various combination of the name and 
family name and the telephone number, flgure 1, coL, 5, lines 24 - 58, coL, 5, lines 8 - 48, 
for example, usage of Steve's phone number, name and family name in the email address), 
said instructions operable to comprising: 

instructions operable to collect name and known location data of an individual from an 
information source (usage of geographical area information, col., 5, Hnes 8 - 48); 
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instructions operable to create an at least partial entry for the individual in an index of 
individuals in a database, the at least partial entry being based on the collected name and known 
location data of the individual (usage of database and alias addressing mechanism, directory, 
registry, col., 6, lines 6 - 67); 

instructions operable to trigger having a standardized electronic mail address for the 
individual, including instructions operable to provide a personal name code indicative of the 
name data of a person the individual (e.g., usage and handling of email addresses containing 
telephone nmnber and user name for users, figure 1, col., 5, lines 24 - 58); instructions operable 
to provide a location code indicative of a the known location data of the individual (e.g., usage 
and handling of email addresses containing telephone number and user name for users, col., 3, 
lines 12 - 63); and instructions operable to have the standardized electronic mail address for said 
individual based on said the personal name code and said the location code (e.g., usage and 
handling of email addresses containing telephone number and user name for users, figure 1, col., 
5, lines 24 - 58), 

instructions operable to submit the standardized electronic mail address for the individual 
to the database (e.g. to the database and alias addressing mechanism, directory, registry, col., 6, 
lines 6 - 67); 

and instructions operable to search the database using the personal name code and the 
location code for the individual to locate the standardized electronic mail address of the 
individual (usage of database and alias addressing mechanism, directory, registry, col., 7, lines 8 
-61). 
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Agraharam-AT&T discloses specifically mention about trigger to generate email address 
and to generate email address. "Official Notice" is taken that both the concept and advantages 
of providing trigger to generate email address and to generate email address is well known and 
expected in the art. Pena, 6,292,21 1, discloses these well-known claimed limitations, col., 13, 
lines 39 - 67. Grauman, 6,707,472, discloses these well-known claimed limitations, col, 9, lines 
36-45, figure 3. Hall 5,930,479, discloses these well-known claimed limitations, col., 5, lines 1 - 
48. Ramey et al., 6,298,128 discloses these well-known claimed limitations, col., 2, lines 28 - 
65). Toyoda, 6,897,985, discloses these well-known claimed limitations, col., 5, lines 2-38, col., 
6, lines 2 - 26. Oseto 6,9097,797 discloses these well-known claimed limitations, col., 3, lines 2 
- 48. Scroggie et al., 5,970,469, discloses these well-known claimed limitations, col., 9, Hnes 29 
—41. Pennell et al., 2005/0125546, discloses these well-known claimed limitations, paragraphs 1 1 
and 12. Dovolis, 2001/0034609, discloses these well-known claimed limitations, paragraph 39, 
abstract; Pennell et al., 6,874,023, discloses these well-known claimed limitations, paragraph 24; 
Szutu, 2001/0047391, discloses these well-known claimed limitations, paragraphs 11 and 12. 
Rudy et al., 6,360,252, discloses these well-known claimed Hmitations, col., 19, line 5 - 22, line 
54 - col., 20, line 23. Yahoo People search, 02/08/1999, http://people.yahoo.com, discloses these 
well-known claimed limitations, pages 1 and 2. Lytle et al., 2003/0120737, Microsoft 
Corporation, discloses these well-known claimed limitations, paragraph 130. Kasso et al., 
6,173,283, discloses these well-known claimed limitations, col., 2, lines 1 - 35. Brezin et al., 
7,039,639, discloses these well-known claimed limitations, col., 4, lines 7 - 38. Brown, Nortel 
Networks Corporation, discloses these well-known claimed limitations, figures 1, 2, col., 4, lines 
13-26. Kleinberg, 2001/0037265, discloses these well-known claimed limitations, figure 1, col.. 
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3, lines 23 - 46. Siitonen et al., 6,049,796, discloses these well-known claimed limitations, 
abstract. Beck et al., 6,026,371, discloses these well-known claimed limitations, figure 3B, col., 

4, .lines 23 -48. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to include trigger to generate email address and to generate email address with the 
teachings of Agraharam-AT&T in order to facilitate usage of the generating of the email address 
because the generation would provide the email address. The well-knovra concept of generating 
email address would provide email addresses that is used for communicating messages from one 
device to another. The motivation is obvious because without generating of the email address the 
email address would not exist. Agraharam-AT&T discloses usage and handling of email address 
that contain phone number with location information along with person's name, family name 
and/or various combination of the location information, name and family name, which would not 
exist without the email address being generated prior to the usage of the email addresses. 

10. As per claim 7, Agraharam-AT&T discloses the claimed limitations as rejected above. 
Agraharam-AT&T also discloses a system for generating and providing access to a set of 
standardized electronic mail addresses for individuals in a geographical region (e.g., figure 1, 
col., 2, lines 39 - 65), comprising logics configured to implement the above rejected claimed 
subject matter and a search engine for the rejected searching (e.g., figure 1, col., 2, lines 39 - 65). 
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11. As per claims 2, 8, Agraharam-AT&T discloses the claimed limitations as rejected above. 
Agraharam-AT&T also discloses wherein the location code is a region specific portion of a 
telephone number (e.g., col., 5, lines 24 - 58). 

12. As per claims 3, 9, Agraharam-AT&T discloses the claimed limitations as rejected above. 
Agraharam-AT(&T also discloses wherein the personal name code includes at least the family 
name of the individual (e.g., coL, 1, lines 22 - 57). 

13. As per claims 4, 10, Agraharam-AT&T discloses the claimed limitations as rejected 
above. Agraharam-AT&T also discloses wherein standardized email address is for each 
individual in geographic region (col., 5, lines 24 - 58). 

14. As per claims 5, 1 1, Agraharam-AT&T discloses the claimed limitations as rejected 
above. Agraharam-AT&T also discloses wherein one or more subsidiary addresses, including 
existing electronic addresses, are associated with the standardized electronic mail address of the 
individual in the database (e.g., translation server email address and/or alias email address versus 
actual email address / country code specific address, col., 5, lines 8 - 65). 

15. As per claims 6, 12, 16, 20, Agraharam-AT&T discloses the claimed limitations as 
rejected above. Agraharam-AT&T also discloses wherein the instructions are further operable to 
attach an identifier to the standardized electronic mail address of the individual (e.g., col., 5, 
lines 8 - 65). However, Agraharam-AT&T do not specifically mention about attaching a unique 



Application/Control Number: 09/8 1 5,760 Page 12 

Art Unit: 2154 

identifier to the email address, after determining that the electronic mail address is non-unique. 
"Official Notice" is taken that both the concept and advantages of providing attaching a unique 
identifier to the email address, after determining that the electronic mail address is non-unique is 
well known and expected in the art. For example, Scroggie et al., 5,970,469, discloses these 
limitations, creation of imique identification that also includes e-mail address, col., 9, lines 29 - 
41; Pennell et al., 2005/0125546, also discloses these limitations, usage of generation of an e- 
mail address that is having unique information, paragraphs 1 1 and 12. Dovolis, 2001/0034609, 
also discloses these limitations, usage of unique e-mail address and/or combination with other 
unique identifiers, paragraph 39, abstract; Pena, 6,292,2 11, also discloses these limitations, usage 
of creating an e-mail address for each subscriber and assigning a unique system access code, col., 
13, lines 60 - 67; Pennell et al., 6,874,023, also discloses these limitations, usage of generating 
an e-mail address with a unique identifier, paragraph 24; Szutu, 2001/0047391, also discloses 
these limitations, usage of generation of an e-mail address that is having unique information, 
paragraphs 1 1 and 12. 

It would have been obvious to' one of ordinary skill in the art at the time the invention 
was made to include attaching a unique identifier to the person's electronic mail address and after 
determining that the electronic mail address is non-unique attaching an indicator with the 
teachings of Agraharam-AT&T in order to facilitate making electronic mail address unique 
among other electronic mail addresses. By having a unique identifier for each electronic mail 
address, it would help identify each electronic mail address differently fi-om the other electronic 
mail addresses. The well-known concept of attaching imique identifier would enhance making 
distinct email addresses. 
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16. As per claims 14, 18, Agraharam-AT&T discloses the claimed limitations as rejected 
above. Agraharam-AT&T also discloses wherein the instructions are further operable to provide 
the database of electronic mail addresses on-line (e.g., usage of directory assistance / Internet, 
col., 5, line 38 -23). 

17. As per claims 15, 19, Agraharam-AT&T discloses the claimed limitations as rejected 
above. Agraharam-AT&T also discloses wherein the instructions are further operable to locate 
the electronic mail address of the individual in the database (e.g., retrieval from the database / 
addressing mechanism, col, 6, lines 6 - 67). 

18. As per claims 21, 22, Agraharam-AT&T discloses the claimed limitations as rejected 
above. Agraharam-AT&T also discloses handing of the email address when the data of the at 
least partial entry is sufficient (usage of database and alias addressing mechanism, directory, 
registry, col., 6, lines 6 - 67). 

Conclusion 

Examiner has cited particular columns and line numbers and/or paragraphs and/or 
sections and/or page numbers in the reference(s) as applied to the claims above for the 
convenience of the applicant. Although the specified citations are representative of the teachings 
of the art and are applied to the specific limitations within the individual claim, other passages 
and figures may apply as well. It is respectfully requested from the applicant in preparing 
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responses, to fully consider the references in entirety, as potentially teaching, all or part of the 
claimed invention, as well as the context of the passage, as taught by the prior art or disclosed by 
the Examiner. 

Note: The scope of the claimed subject matter of the amended claims dated 1/9/2007 is 
narrower compared to the claims 5/15/2006, which were rejected by the office action dated 
5/15/2006. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Haresh Patel whose telephone number is (571) 272-3973. The 
examiner can normally be reached on Monday, Tuesday, Thursday and Friday from 10:00 am to 
8:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Flynn, can be reached at (571) 272-1915. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained firom the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Haresh Patel 
March 28, 2007 



